REMARKS 

The Office Action, dated June 21 , 2004, has been reviewed carefully and 
the application amended in order to place the same in condition for allowance. 
Reconsideration of the rejection and allowance of the claims are respectfully 
requested on the basis of the following remarks. 

The Invention 

The present invention provides for a wrapper for a conical sushi item having 
a mass of rice and an edible sheet, such as seaweed. To prevent interaction between 
the rice and the sheet during storage, the sheet is disposed in a removable wrapper. 
The wrapper includes an outer film and an inner film. Both the outer film and the 
inner film include two portions, a rectangular top portion and an isosceles triangle 
bottom portion. In both the inner and outer films, the two portions are joined by an 
elongated heat seal line located adjacent to the base of the triangle and adjacent to 
one edge of the rectangular portion. A lap of the rectangular portion overlays a 
length of the triangular portion. The triangular portion includes a series of incisions 
extending below the lap. These incisions allow the two portions to be separated by 
a minimal exertion of force. 

It is noted that one disadvantage of the prior art was that the inner film often 
included two pieces of film. These two pieces could separate prior to the intended 
removal of the film. One solution was to provide points, or "tacks," of heat sealing 
between the rectangular portion and the triangular portion. This was only 
performed on the outer film as the outer film was more prone to separation. 
However, it was soon discovered that the strength of the tacks had to be precisely 
controlled as strong tacks prevented the two portions from separating easily. Thus, 
the present invention provides for an elongated heat seal line, to prevent separation, 
and the incisions, to allow a controlled separation when the wrapper is being 
removed. 
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Status of the Claims 

Claims 1-9 stand rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over Claims 1-12 of U.S. 
Patent No. 6,544,569 in view of JP 2000-197456. 

Claims 1-9 stand provisionally rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over Claims 1 -12 of 
copending Application No. 10/353,680 in view of JP 2000-197456. 

Claims 1-9 stand rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicants regard as the invention. 

Claims 1-2 and 6 stand rejected under 35 U.S.C. § 102(a) as being 
anticipated by JP 2000-197456. 

Claims 4-5 and 8-9 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over JP 2000-197456. 

Claims 3 and 7 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over JP 2000-197456 as applied above, and in view of Suzuki (Patent 
No. 4,623,568). 

Claims 1-9; Rejected under the judicially created doctrine of obviousness-type 
double patenting 

Claims 1-9 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over Claims 1-12 of U.S. Patent No. 
6,544,569 in view of JP 2000-1 97456. Applicants disagree with the Examiner that 
the present invention is obvious in view of Patent No. 6,544,569 and JP 2000- 
1 97456. Both Patent No. 6,544,569 and JP 2000-1 97456 disclose the prior art 
method of having the inner film consisting of two separate, unbonded pieces and an 
outer film having two portions tacked together. Moreover, neither of these 
references teach or suggest the use of incisions, nor would incisions be required, 
where the inner film portions are not bonded and the outer film is only tacked 
together. Moreover, there is nothing in the two references suggesting that a 
combination would be beneficial. As such, the combination suggested by the 
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Examiner cannot be the basis for a rejection under the judicially created doctrine of 
obviousness-type double patenting. 

Accordingly, Applicant requests that the Examiner withdraw the rejection 
set forth in paragraph 2 of the June 21 , 2004 Office Action. 

Claims 1-9; Provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting 

Claims 1-9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over Claims 1-12 of 
copending Application No. 10/353,680 in view of JP 2000-197456. Applicants 
disagree with the Examiner that the present invention is obvious in view of Patent 
Application No. 10/353,680 and JP 2000-197456. Both Patent Application No. 
10/353,680 and JP 2000-197456 disclose the prior art method of having the inner 
film consisting of two separate, unbonded pieces. Moreover, neither of these 
references teach or suggest the use of incisions, nor would incisions be required, 
where the inner film portions are not bonded. Moreover, there is nothing in the two 
references suggesting that a combination would be beneficial. As such, the 
combination suggested by the Examiner cannot be the basis for a rejection under the 
judicially created doctrine of obviousness-type double patenting. 

Accordingly, Applicant requests that the Examiner withdraw the rejection 
set forth in paragraph 3 of the June 21 , 2004 Office Action. 

Claims 1-9; Rejected under 35 U.S.C. § 1 12, second paragraph 

Claims 1-9 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicants regard as the invention. Claims 1 and 6 have been amended to 
remove the word "its" in order to overcome the rejection under 35 U.S.C. § 1 12, 
second paragraph. 

Accordingly, Applicants request that the Examiner withdraw the rejection 
set forth in paragraph 5 of the June 21 , 2004 Office Action. 
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Claims 1-2 and 6; Rejected under 35 U.S.C. § 102(a) 

Claims 1-2 and 6 are rejected under 35 U.S.C. § 102(a) as being anticipated 
by JP 2000-1 97456. JP 2000-1 97456 discloses a wrapper for a sushi package 
wherein the wrapper includes an inner film and an outer film. The films form an 
envelope in which a sheet of food, such as seaweed, is disposed. The wrapper is 
further formed into a cone, in which a ball of rice or other food item is disposed. 
The wrapper is structured to be pulled apart in a manner which allows the food item 
to remain in the sheet of food. Generally, the wrapper inner film and an outer film 
each have a rectangular portion and a triangular portion. The triangular portion is 
shaped to be rolled into the conical shape. The outer film portions are tacked to 
each other with discrete heat fused points. These points are intended to be easily 
separable. The inner film is not tacked together. The films are then bonded to each 
other at the upper and lower perimeters and are not bonded adjacent to the contact 
line between the rectangular portion and the triangular portion. Thus, when a user 
pulls upward on the rectangular portion, the rectangular portion separates from the 
triangular portion and the inner film slides out from under the rice ball. The user 
may then pull the triangular portion downward and the inner film slides out from 
under the rice ball, thereby leaving the rice ball in the cone formed by the sheet. 
Due to the need for the rectangular portion and the triangular portion to be 
separable, the rectangular portion and the triangular portion cannot be joined by an 
elongated heat seal. 

As amended, independent claim 1 recites, among other things, a wrapper for 
sushi having an outer film formed by two portions, a rectangular portion and a 
triangular portion, wherein the two portions are coupled together with an elongated 
heat sealing line. As the cited reference does not disclose a wrapper for sushi 
having an outer film formed by two portions, a rectangular portion and a triangular 
portion, wherein the two portions are coupled together with an elongated heat 
sealing line, the rejection of claim 1 under 35 U.S.C. § 102(a) should be withdrawn. 

Claim 2 depends from claim 1 and relies on its dependency for patentability. 

As amended, independent claim 6 recites, among other things, a wrapper for 
sushi having an outer film formed by two portions, a rectangular portion and a 
triangular portion, wherein the two portions are coupled together with an elongated 
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heat sealing line. As the cited reference does not disclose a wrapper for sushi 
having an outer film formed by two portions, a rectangular portion and a triangular 
portion, wherein the two portions are coupled together with an elongated heat 
sealing line, the rejection of claim 6 under 35 U.S.C. § 102(a) should be withdrawn. 

Accordingly, Applicants request that the Examiner withdraw the rejection 
set forth in paragraph 8 of the June 21 , 2004 Office Action. 

Claims 4-5 and 8-9; Rejected under 35 U.S.C. § 103(a) 

Claims 4-5 and 8-9 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over JP 2000-197456. JP 2000-197456 is discussed above. The 
Examiner asserts, without citing any reference and without any support, that despite 
the fact that JP 2000-197456 indicates that the two portions of the outer film are 
"spot-fused so that the superimposed part may be peeled off (see page 8), it would 
have been obvious to extend the spots to extend over the entire length of the lap. 
Applicants respectfully disagree. 

With respect to claims 4 and 8, which depend from claims 1 and 6 
respectively, Applicants note that the spot-fused nature of the prior art used a 
minimal number of tacked spots because the outer film was intended to separate at 
the location of the tacks. Moreover, as noted in the present application, "if the seal 
is excessively strong, the film will not separate. 55 The destructive nature of strong 
fused spots result in the wrapper failing to separate as needed to properly remove 
the wrapper and effecting the integrity of the sheet and the food item. The use of a 
longer seal would not be obvious as a heat seal extending over the entire length of 
the lap would not be easily separated. For example, the extended heat seals about 
the outer edges of the rectangular and triangular sections are used to ensure that the 
inner and outer films cannot be separated. Thus, an extended seal on the wrapper . 
disclosed in JP 2000-197456 would result in an increased chance of disturbing the 
food and/or the sheet. Accordingly, the invention as recited in claims 4 and 8 is not 
obvious under 35 U.S.C. § 103(a) in view of JP 2000-197456. 

Claims 4 and 8, which depend from claims 1 and 6, respectively, each recite 
an incision. The incisions are structured to allow the two portions to be separated. 
As noted above, the prior art used a minimal number of tacked spots because the 
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outer film was intended to separate at the location of the tacks. As the prior art 
outer film separated at the tacks, there would be no need for an additional separation 
structure, such as an incision. Accordingly, the invention as recited in claims 5 and 
9 is not obvious under 35 U.S.C. § 103(a) in view of JP 2000-197456. 

Therefore, Applicants request that the Examiner withdraw the rejection set 
forth in paragraph 10 of the June 21 , 2004 Office Action. 

Claims 3 and 7; Rejected under 35 U.S.C. § 103(a) 

Claims 3 and 7 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over JP 2000-1 97456 as applied above, and in view of Suzuki (Patent No. 
4,623,568). The deficiencies of JP 2000-1 97456 as a reference are discussed above. 
U.S. Patent No. 4,623,568 discloses a wrapper made from a three pieces of film; a 
single outer film and two inner films. The two inner films are bonded at their 
exposed edges to the outer film. The single outer film is weakened by an incision. 
Thus, when a user pulls on the wrapper, the outer film tears and the inner films slide 
apart. Thus, as the purpose of JP 2000-1 97456 tacks is to bond two portions of an 
outer film together and provide a separation point, whereas U.S. Patent No. 
4,623,568 discloses a single piece of film having a tear line created by an incision, 
one skilled in the art would not look to combine these two references. That is, as 
noted above, because JP 2000-197456 includes a separation device, there is no need 
to include a second separation device, i.e. an incision Moreover, the Examiner has 
not shown where either of these references suggest such a combination. As stated 
in, In re Geiger, 815 F.2d 686, 2 U.S.P.Q.2d 1276 (Fed. Cir. 1987), "obviousness 
cannot be established by combining teachings of the prior art to produce the 
claimed invention, absent some teaching, suggestion, or incentive supporting 
combination." {emphasis added)(aUached as appendix 1). Put another way, "the 
mere fact that disclosures or teachings of the prior art can be retrospectively 
combined for the purpose of evaluating obviousness/nonobviousness issue does 
not make the combination set forth in the invention obvious, unless the art also 

suggested the desirability of the combination " Rite-Hite Corp. v Kelly Co., 

629 F.Supp. 1042, 231 U.S.P.Q. 1 6 1 , (attached as appendix 2)*#W819F.2d 
1 120, 2 U.S.P.Q.2d 1915 (E.D.Wis. 1986)(emphasis added). Similarly, the court 
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in. In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991), stated that 
;t both the suggestion [to make the claimed apparatus] and the reasonable 
expectation of success must be found in the prior art, not in the applicant's 
disclosure." (attached as appendix 3). Here, there is no suggestion that the cited 
references should be combined. 

Accordingly, Applicants request that the Examiner withdraw the rejection 
set forth in paragraph 1 1 of the June 21, 2004 Office Action. 
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CONCLUSION 

In view of the amendments and remarks above, Applicants respectfully 
submit that the application is now in proper form for issuance of a Notice of 
Allowance and such action is requested at an early date. 



lly submitted, 




/id u. Jenkins 
Eckert Seamans Cherin & Mellott, LLC 
600 Grant Street, 44 th Floor 
Pittsburgh, PA 15219 
Attorneys for Applicants 
412/566-1253 
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